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For: Anti-bacterial Plant Compositions ) 

Petition for Reconsideration of Restriction Holding Under 37 CFR 1.144 

The Director of the Technology Center 
Washington, D.C. 20231 



This petition requests reconsideration of a restriction requirement by the Examiner. 
Applicant believes no fee is due at this time. However, if the Director believes any fee is due, 
the Director is authorized to charge any fee in conjunction with this patent application, now or at 
any time during prosecution (with the exception of the fee for allowance) to our Account 
Number 060920. 



This application has been subject to two separate Office Actions (OA) imposing 
restriction/election requirements. The Applicant has traversed the second restriction/election and 
the Examiner has held the restriction final, as described in more detail below. Therefore, this 
Petition is timely. For the Director's convenience, Exhibit 1 attached hereto lists all the claims in 
this application. 

On July 13, 2006, the Examiner requested the first election of an invention for 
prosecution on the merits. The choices were to prosecute claims relating to the compounds of 
the invention, their use, or the method of preparation. On August 8, 2006, the Applicant chose to 
prosecute the claims relating to the methods of preparation, now claims 32-49, without traverse. 



Dear Sir: 



REMARKS 
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On November 2, 2006, the Examiner made an additional restriction request, the election 
of one claim species among species for three plants {Mammea Americana, Marchantaceae 
polymorpha, or Callistemon citrinus). On December 28, 2006, the Applicant chose, with 
traverse, to prosecute the claims relating to Mammea Americana. On February 23, 2007, the 
Examiner made the election of Mammea Americana final. The Applicant now petitions for 
review of this holding by the Examiner. The position of the parties is presented below. 

The present patent application is a national phase of a PCT application. Accordingly, the 
Examiner presented the request for election in terms of the unity of invention standard and 
asserted that: 

the species lack the same or corresponding special technical features for 
the following reasons: Each respective plant originates from a different 
species and genus and would therefore contain vastly different 
endogenous phytochemical constituents. One would expect that extracts 
from these herbs would have quite different results with regard to 
antimicrobial activity due to the diversity of their phytochemical 
constituents. 
See OA mailed on November 2, 2006, at page 4. 

The Applicant, replied and provided the following sets of explanations: 

A) There is unity of invention between the three plants. 

For one, the claims relate to and recite a method of extraction of plant compounds. 
Because the claims relate to the method of isolation of compounds, the technical feature must be 
in respect to the method of isolation. The material subject to extraction is from three different, 
particular plants, but the method comprises of the same steps (same technical features): 
extraction, chromatography, elution, bioassay. Thus, the whole of the method is the common 
technical feature. 

For another, Rule 13.4 specifically states that if the independent claims {i.e. multiple 
independent claims) display unity of invention, it does not matter that dependent claims might 
have features that "could be considered in themselves an invention." Stated otherwise, it does 
not matter that some of the dependent claims might be viewed as belonging (or not) to 
independent inventions, the focus should be on unity of invention between the independent 
claims. Here there is a single independent claim, claim 32. In accordance to Rule 13.4, because 
there is a single independent claim there can be no multiple inventions. 
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B) U.S. Patent Rules allow for co-prosecution of species in national stage applications, 
37 CFR 1.141(a) states that independent inventions might not be claimed in a single 
national application, EXCEPT that a reasonable number can be prosecuted together if there is a 
claim generic to the species and all other claims to species are written in dependent form. That is 
our case. Claim 32 is the only independent claim and is generic to the three plants. It reads: 

32. A method of preparing a composition having antimicrobial activity 
comprising extracting a plant material in an organic solvent to obtain 
extracted material, contacting the extracted material with a 
chromatographic separation system, and eluting from the chromatographic 
separation system with a mobile polar phase to obtain a composition, 
wherein the plant material is from Mammea Americana, Marchantaceae 
polymorpha, or Callistemon citrinus and wherein the composition has 
antimicrobial activity. 

It should be noted that the Examiner had never argued that the number of inventions to be 
prosecuted together would be unreasonably high {see 37 CFR 1 .141(a)). The Examiner only 
asserted a lack of unity of invention. Indeed, any such argument, if it was made, would not be 
meritous in light of the following : 

• The method does not depend on which plant the material comes from; 

• The Examiner has already reduced the burden by the first restriction requirement, a 
requirement accepted by the Applicant; 

• The Examiner is thoroughly familiar with the invention and has conducted numerous 
searches on aspects of the invention, as the Examiner is/was also the Examiner for two 
related applications, applications 10/320,492 (pending) and 10/028,366 (now abandoned). 

The Examiner has never explained why the arguments made by the Applicant were not 
accepted. On February 23, 2007, making her holding final, the Examiner reasserted in a 
conclusionary fashion that the species lack unity of invention. The Applicant respectfully 
requests reconsideration of the Examiner's holding. 
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Should the Director feel that a telephone conversation with Applicant's representatives 
would be useful to help make a determination, the Director is invited to call the undersigned. 

Date: fegjj u ,2^v ... dldkm)^ 

Michael David 

Reg. No. 44,642 

Direct tel. no.: 202-639-7352 

Fried Frank Harris Shriver & Jacobson LLP 
1001 Pennsylvania Avenue, N.W., Suite 800 
Washington, D.C. 20004-2505 
202-639-7000 
202-639-7003 (fax) 



Express Mail Under 37 C.F.R. 1.10 

"Express Mail" mailing label number: EO 548903520 

Date of Deposit: 

I hereby certify that this paper or fee has been deposited with the United States Postal Service 
Express Mail Post Office to Addressee service under 37 CFR 1.10 on the date indicated above 
and is addressed to the Mail Stop: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
22313-1450. 



KlMBERLY HlEPLER < 
Signature CJ 
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Appendix 1 



The Claims as of December 28, 2006 



Claim 1 (withdrawn): A pharmaceutical composition comprising a pharmaceutical carrier and at 
least one compound in isolated or purified form selected from the group consisting of 
cobaltocene-octomet and stigmastan-3,5,-diene. 

Claim 2 (withdrawn): The pharmaceutical composition of claim 1, wherein the compound is 
cobaltocene-octomet. 

Claim 3 (withdrawn): The pharmaceutical composition of claim 1, wherein the compound is 
stigmastan-3 ,5 ,-diene. 

Claim 4 (withdrawn): The pharmaceutical composition of claim 1, comprising cobaltocene- 
octomet, stigmastan-3,5,-diene, and friedelin. 

Claim 5 (withdrawn): The pharmaceutical composition of claim 1, further comprising at least 
one compound selected from the group consisting of a-caryophylene, p-caryophylene, 
caryophylene oxide, friedelin, cyclododecane, acetic acid, and a terpene. 

Claim 6 (withdrawn): The pharmaceutical composition of claim 2, further comprising a terpene 
or acetic acid. 



Claim 7 (withdrawn): The pharmaceutical composition of claim 6, wherein said terpene is 0- 
myrceane. 

Claim 8 (withdrawn): The pharmaceutical composition of claim 6, further comprising 
hexadecanoic acid. 



Claim 9 (withdrawn): A pharmaceutical composition comprising a pharmaceutical carrier and at 
least one compounded selected from the group consisting of galoxolide and benzyl salicylate. 

Claim 10 (withdrawn): The pharmaceutical composition of claim 9, comprising galoxolide and 
benzyl salicylate. 

Claim 11 (withdrawn): The pharmaceutical composition of claim 9, further comprising at least 
one compound selected from the group consisting of 3 -cyclohexane-1 -methanol, camphene, 1,4- 
cycloprop-azulene, andphytol. 

Claim 12 (withdrawn): The pharmaceutical composition of claim 9, wherein the compound is 
galoxolide. 
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Claim 13 (withdrawn): The pharmaceutical composition of claim 9, wherein the compound is 
benzyl salicylate. 

Claim 14 (withdrawn): The pharmaceutical composition of claim 9, wherein the compound is a- 
pinene. 

Claim 15 (withdrawn): A pharmaceutical composition comprising a pharmaceutical carrier and 
at least one compound selected from the group consisting of galoxolide, benzyl salicylate, 
eucalyptol and a-pinene, wherein the composition has antimycobacterial activity. 

Claims 16-25 (canceled) 

Claim 26 (withdrawn): A method of inhibiting the growth of a mycobacterium, comprising 
administering a composition comprising a carrier and at least one compound selected from 
among cobaltocene-octomet, stigmastan, 3,5-diene, galoxolide, benzyl salicylate, eucalyptol, and 
a-pinene. 

Claim 27 (withdrawn): The method of claim 26, wherein saidM. avium, M. bovis, M. intracellulare, 
M. kansaii, M. leprae, M. marinum, M. phlie, M. scrofulaceum, M. smegmatis, M.fortuitum, M. 
tuberculosis, orM ulcerans. 

Claim 28 (withdrawn): The method of claim 26, wherein said mycobacterium is in a mammal 
and said mammal is a human or a bovine. 

Claim 29 (withdrawn): The method of claim 28, wherein said composition is administered orally. 

Claim 30 (withdrawn): The pharmaceutical composition of claim 15, wherein the compound is 
eucalyptol. 

Claim 31 (withdrawn): The pharmaceutical composition of claim 15, wherein the compound is 
a-pinene. 

Claim 32 (pending, subject of the present petition): A method of preparing a composition 
having antimicrobial activity comprising extracting a plant material in an organic solvent to 
obtain extracted material, contacting the extracted material with a chromatographic separation 
system, and eluting from the chromatographic separation system with a mobile polar phase to 
obtain a composition, wherein the plant material is from Mammea Americana, Marchantaceae 
polymorpha, or Callistemon citrinus and wherein the composition has antimicrobial activity. 

Claim 33 (pending, subject of the present petition): The method of claim 32, wherein said 
plant is Mammea Americana mamey Amarillo. 
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Claim 46 (pending, subject of the present petition): The method of claim 45, wherein said 
composition further comprises at least one compound selected from the group consisting of 
eucalyptol, a terpene, 3-cyclohexane-l -methanol, camphene, 1,4-cycloprop-azulene, and phytol. 

Claim 47 (pending, subject of the present petition): The method of claim 32, wherein the 
organic solvent is methylene chloride. 

Claim 48 (pending, subject of the present petition): The method of claim 32, wherein the 
antimicrobial activity is against a mycobacterium. 

Claim 49 (pending, subject of the present petition): The method of claim 48, wherein the 
mycobacterium is M. avium, M bovis, M intracellular, M. kansaii, M. leprae, M. marinum, M. 
phlei, M. scrofulacewn, M smegmatis, M. fortuitum, M. tuberculosis, or M. ulcerans. 
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Claim 34 (pending, subject of the present petition): The method of claim 32, wherein said 
plant is Marchantaceae polymorpha hepatica. 

Claim 35 (pending, subject of the present petition): The method of claim 32, wherein said 
plant is Callistemon citrinus skeels. 

Claim 36 (pending, subject of the present petition): The method of claim 32, wherein said 
plant material is from leaves of Mammea Americana and said composition comprises at least one 
compound selected from the group consisting of cobaltocene-octomet and stigmastan-3,5,-diene. 

Claim 37 (pending, subject of the present petition): The method of claim 32, wherein said 
plant material is from leaves of Mammea Americana and said composition comprises 
cobaltocene-octomet and stigmastan-3,5,-diene. 

Claim 38 (pending, subject of the present petition): The method of claim 36, wherein said 
composition comprises cobaltocene-octomet. 

Claim 39 (pending, subject of the present petition): The method of claim 36, wherein said 
composition comprises stigmastan-3,5,-diene. 

Claim 40 (pending, subject of the present petition): The method of claim 36, wherein said 
composition further comprises at least one compound selected from the group consisting of a- 
caryophylene, p-caryophylene, caryophylene oxide, friedelin, cyclododecane, acetic acid, and a 
terpene. 

Claim 41 (pending, subject of the present petition): The method of claim 36, wherein said 
composition further comprises friedelin. 

Claim 42 (pending, subject of the present petition): The method of claim 32, wherein said 
plant material is from leaves of Marchantaceae polymorpha and said composition comprises 
cobaltocene-octomet. 

Claim 43 (pending, subject of the present petition): The method of claim 42, wherein said 
composition further comprises at least one compound selected from the group consisting of p- 
myrceane, acetic acid, and hexadecanoic acid. 

Claim 44 (pending, subject of the present petition): The method of claim 42, wherein said 
composition further comprises p-myrceane. 

Claim 45 (new): The method of claim 32, wherein said plant material is from leaves of 
Callistemon citrinus and said composition comprises at least one compound selected from the 
group consisting of galoxolide, benzyl salicylate, and a-pinene. 
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